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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 . Claims 6 and 13 recites the limitation "backing up or back up" in depending from 
claim 1 and claim 9 respectively. However, there is no mention of "backing up or back 
up" either in claim 1 or in claim 9. Since claim 7 depends on clainn 6, claim 7 also falls 
in this category. There is insufficient antecedent basis for this limitation in the claim. 

2. Claim 14 recites the limitation "signaling" in depending from claim 9. However, 
there is no mention of "signaling or signal" in claim 9. This office action treats claim 14 
being dependent upon claim 13 since there is mention of "signal" in the claim. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication In this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



Application/Control Number: 09/751 ,320 Page 3 

Art Unit: 2182 

1. Claims 1, 9, 23 and 24 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Kirouac et aL U.S. Pat. No. 5,155,847. 

2. As to claim 1 , Kirouac et al. teach method implemented in a computer program 
application for updating software on a programmable device, the method comprising: 

providing two way communication between a server (i.e. central computer) and 
the programmable device (i.e. remote computer; via communication links; col.1, lines 
67-68); 

configuring an updating process that executes on the server (col. 1, lines 60-66); 
updating the programmable device in accordance with the updating process (col. 
2, lines 1-12); 

testing the operation of at least a portion of the updated software on the 
programmable device after upgrading and prior to restarting the programmable device 
(col. 2, lines 13-26). 

There is no mention in Kirouac et al. of restarting the programmable device after 
upgrading. Therefore, it concludes upgrading and testing/verification is one sequential 
process without any interruption of restart. 
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3. As to claim 9, Kirouac et al. teach system for updating software on a 
programmable device comprising: 

a server (central computer; see fig. 1); 

a programmable device (remote computer) able to be in a two way 
communication with the server (col. 1, lines 67-68); 

the server comprising computer software comprising instructions to cause the 
server to configure an update process (col. 1, liens 56-68); 

update software on the programmable device in accordance with the update 
process (col. 2, lines 1-12); 

test the operation of at least a portion of the updated software on the 
programmable device (col. 2, lines 13-15). 

4. As to claim 23, Kirouac et al. teach method the programmable device restarts 
running the updated software if the programmable device passes the testing (col. 2, 
lines 1-62; col. 3, line 60 -col. 4, line 61). 

5. Claim 24 is system claim of method claim 23. Kirouac et al. teach method as set 
forth in claim 23. Therefore, Kirouac et al. also teach system as set forth in claim 24. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 2-4,8, 10, 11, 15-18, 22 and 25 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kirouac et al. U.S. Pat. No. 5,155,847 in view of Jones, U.S. 
Pat. No. 6,526,574 81. 

7. As to claims 2 and 3, Kirouac et al. do not teach method backing up at least a 
portion of the pre-existing software on the programmable device; based upon the 
testing, restoring the backed portion of the software on the programmable device; and 
backing up occurs on the programmable device. Jones teaches backing up at least a 
portion of the pre-existing software on the programmable device; based upon the 
testing, restoring the backed portion of the software on the programmable device; and 
backing up occurs on the programmable device (abstract). 

However, it would have been obvious to one of ordinary skill in the art at the time 
of invention to combine the teachings of Kirouac et al. and Jones because that would 
implement the update according to the end user (abstract). 
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8. As to claim 4, Kirouac et al. teach method the backing up occurs at the server 
(col. 3, line 60 - col. 4, line 61). 

9. As to claim 8, Kirouac et al. teach method send a signal to a user based upon the 
testing outcome (i.e. implement checksums to verify the correct transmission; col. 2, 
lines 49-62). 

10. As to claim 15, Kirouac et al. teach computer program product, tangibly stored on 
a computer-readable medium, for updating software on a programmable device, 
comprising instructions operable to cause a programmable processor to: 

configure an update process (col. 1, lines 54-68); 

communicate with the programmable device over a two way comnnunications 
medium (col. 1, lines 67-68); 

backup at least a portion of the software on the programmable device; 

update software on the programmable device in accordance with the update 
process (col. 1, lines 54-68; col. 2, lines 1-12); 

test the operation of at least a portion of the updated software on the 
programmable device (col. 2, lines 13-15). 
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Kirouac et al. do not teach backup at least a portion of the software on the 
programmable device. Jones teaches backup at least a portion of the software on the 
programmable device (abstract). However, it would have been obvious to one of 
ordinary skill in the art at the time of invention to combine the teachings of Kirouac et al. 
and Jones because that would implement the update according to the end user 
(abstract). 

11. As to claim 25, Kirouac et al. teach method the programmable device restarts 
running the updated software if the programmable device passes the testing (col. 2, 
lines 1-62; col. 3, line 60 - col. 4, line 61). 

12. Claims 10 and 1 1 are system claims of method claims 2 and 4, Kirouac et al. and 
Jones in combination teach method as set forth in claims 2 and 4. Therefore, Kirouac et 
al. and Jones in combination also teach system as set forth in claims 10 and 11. 

13. Claims 16-18 are product claims of method claims 2-4. Kirouac et al. and Jones 
in combination teach method as set forth in claims 2-4. Therefore, Kirouac et al. and 
Jones in combination also teach product as set forth in claims 16-18. 

14. Claim 22 is product claim of method claim 8. Kirouac et al. and Jones in 
combination teach method as set forth in claim 8. Therefore, Kirouac et al. and Jones in 
combination also teach product as set forth In claim 22. 
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15. Claims 5 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kirouac et al. U.S. Pat. No. 5,155,847 In view of DeKoning et al. U.S. Pat. No. 
6,480,955 B1. 

16. As to claim 5, Kirouac et al. do not teach the communications is over the Internet. 
DeKoning et al. teach the communications is over the Internet (col. 8, lines 10-18). 
However, it would have been obvious to one of ordinary skill in the art at the time of 
invention to combine the teachings of Krouac et al. and DeKoning et al. because that 
would provide completion progress messages to be communicated until the 
configuration change request is completely processed (col. 2, lines 36-54). 

17. Claims 12 is system claim of method claim 5. Kirouac et al. and DeKoning et al. 
in combination teach method as set forth in claim 5. Therefore, Kirouac et al. DeKoning 
et al. in combination teach system as set forth in claim 12. 

18. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kirouac 
et al. U.S. Pat. No. 5,155,847 in view of Jones, U.S. Pat. No. 6,526,574 B1 further in 
view of DeKoning et al. U.S. Pat. No. 6,480,955 B1. 
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19. As to claim 19, neither Kirouac et al. nor Jones teach the communications is over 
the Internet. DeKoning et al. teach the communications is over the Internet (col. 8, lines 
10-1 8). However, it would have been obvious to one of ordinary skill in the art at the 
time of invention to modify the teachings of Krouac et al. and Jones with DeKoning et al. 
because that would provide completion progress messages to be communicated until 
the configuration change request is completely processed (col. 2, lines 36-54). 
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Allowable Subject Matter 

20. Claims 6,7, 13 and 14 would be allowable if rewritten to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to 
include all of the limitations of the base claim and any intervening claims. 

21. Claims 20 and 21 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 



Response to Arguments 

22. Applicant's arguments with respect to claims 1-22 have been considered but are 
moot in view of the new ground(s) of rejection. 
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23. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mohammad O. Farooq whose telephone number is 
(703) 305-3888. The examiner can normally be reached on 9:00am - 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Gaffin can be reached on (703) 308-3301 . The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

P.S. Effective October 13, 2004 the examiner can be reached at 571-272-4144 
and the examiner's supervisor can be reached at 571-272-4146. . 




Mohammad O. Farooq 
October 6, 2004 



